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AppLNo. 10/716,286 

Pre-Appcal Brief Request for Review 



Application. No* 
lnventor(s) 
Filed 
TC/A.U. 
Examiner 

Docket No. 
Customer No. 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Confirmation No, 607 1 



APR 1 1 2007 



10/716,286 
Sriram Devanathan et al 
1 1/18/2003 
2165 

SYED, FARHAN M. 

592-L 
34225 



Mail Stop AP 
Commissioner for Patents 
PO Box 1450 

Alexandria VA 22313-1450 



PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Sir: 

In response to the Final Office action mailed on January 1 1, 2007, Applicant would like 
to request a pre-appeal panel review of the application. This paper is being filed concurrently 
with a Notice of Appeal. 

Remarks/Arguments begin on page 2 of this paper. 
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Appl.No. 10/716,286 

Pre-Appeal Brief Request for Review c *~ 

REMARKS/ARGUMENTS 
Claims 1 -38 are pending in the present application. 

This request is in response to the Final Office Action mailed on January 1 l f 2007. In the 
Final Office Action, the Examiner rejected claims 1 5 and 27 (erroneously referred to as claim 
21) under 35 U.S.C, §101; claims 1, 13, 15, 27 under 35 U.S.C. §102(b); and claims 2-12, 14, 
16-26, 28-38 under 35 U.S.C, §103(a). Pre^appeal panel review of the application in light of the 
remarks/arguments made herein is respectfully requested. 

Rejection Under 3S tt&C § 101 

In the Final Office Action, the Examiner maintained his rejection of claim 1 5 under 35 
U.S.C. §101 even though Applicant had amended independent claim 15 to limit claims ISandits 
independent claims to machine-accessible storage medium in order to obtain a timely Notice of 
Allowance. Applicant would like to refer to the arguments presented in the response filed on 
October 12, 2006, page 25, lines 1-6. 

In the Final Office Action, the Examiner maintained his rejection of system claim 27 
(which was erroneously referred to as claim 21 in both the Office Action of May 12, 2006 and 
the Final Office Action) under 35 U.S.C. §101 without responding to Applicant's arguments 
presented in the response filed on October 12, 2006, page 25, item 2 (lines 7-22). 

Rejections Under 35 US. C § 102 

1. In the Final Office Action, the Examiner rejected claims 1,13, 15, 27 under 35 U.S.C. 
§ 102(b), as being anticipated by a non-patent literature titled "A Logical Design Methodology 
for Relational Database Using the Extended Entity-Relationship Model" by Toby J. Teorey et al 
("Teorey"). Applicant respectfully traverses the rejection arid submits that the Examiner has not 
met the burden of establishing a prima facie case of anticipation. 

2. In the Final Office Action,the Examiner further rejected claims 1, 13, 15, 27 under 35 
U.S.C, § 1 02(b), as being anticipated by a non-patent literature titled "Designing and Creating 
Relational Schemas with a CWM-Based Tool" by Kumpon Farpinyo et al f < Fan>invo "Y 
Applicant respectfully traverses the rejection and submits that the Examiner has not met the 
burden of establishing a prima facie case of anticipation. 

Docket No: S92-L Page 2 of 4 PQH 
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Appl. No. 10/716,286 

PrtsAppeal Brief Request for Review 

3. In the Final Office Action, the Examiner further rejected claims 1, 1 3, 15, 27 under 35 
U.S.C. § 102(e), as being anticipated by Shinjo (U,S. Patent Application Publication 
2004/0133581 Al). Applicant respectfully traverses the rejection and submits that the Examiner 
has not met the burden of establishing a prima facie case of anticipation. 

There are several clear errors in the Examiner's rejections and arguments. 

1) Teorey docs not disclose, either inherently or expli citly anv of the elements of the 
independent claims h LL ]$, ?7, Applicant would like to refer to the arguments presented in the 
response filed on October 12* 2006, pages 25-26, item 1 of section "Rejection under 35 U.S.C. 

§ 102(b)" Among other things, Teorev does not refer to the logical and/or physical aspects of 
CWM since CWM did not exist at the tim e Teorev was published, namely, 1986. 

2) Farpinvo does not disclose, either expressly or inherently, anv of the elements of the 
independent claims LJ3JJL 27. Applicant would like to refer to the arguments presented in the 
response filed on October 12, 2006, pages 26- 27, item 2 of section "Rejection under 35 IIS.C. 

§ 1 02(b)". Among other things, Farpinvo only deals with the physical aspects (also called CWM 
Relational) of CWM (see Farpinvo, page 456, last 2 lines). Thus, Farpinyo cannot possibly 
anticipate claims 1, 13, 27 which deal only with the logical aspects of CWM, and claim 15 which 
deals with both the logical and physical aspects of CWM. 

3 ) Shinjo does not disclose, either expressly or inherently, anv of the elements of the 
independent clajiqs L-l^ll 2?, Applicant would like to refer to the arguments presented in the 
response filed on October 12, 2006, pages 27-28, section "Rejection under 35 U.S.C. §102(e)'\ 
Among other things, Shinjo does not refer to CWM at all. 

4) Claims must be interpreted consistently with the specification: 

Claims should be interpreted consistently with the specification, which provides context 
for the proper construction of the claims because it explains the nature of the patentee's 
invention. See Renishaw PX.C. v. Marp oss Societa Per AzionL 158 FJd 1243 (Fed. Cir. 1998). 

Here, the input for the transformation, that is f the logic aspects of CWM which comprise 
the ER libraries, ER models, ER domains, , etc.^ and the corresponding output, that is, design 
items, are fiilly described in the specification. See, for example, Specification, page 6, lines 17- 

Docket No: 592-L Page 3 of 4 PQH 
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26; page 7, lines 1-6, lines 13-23; page 12, lines 3-21 ; page 12, line 29 through page 19, line 5; ■ 
and Figures 2 through 1 1 B. 

Rejection Under 35 U.S.G § 103(a) 

In the final Office Action, the Examiner rejected claims 2-12, 14, 16-26, 28-38 under 35 
U.S.C. § 103(a) as being unpatentable over Teorey in view of Farpinyo. Applicant respectfully 
traverses the rejection and submits that the Examiner has not met the burden of establishing a 
prima facie case of obviousness. 

5) Teorev and Farpinvo. t aken alone or in anv combination, do not disclose, suggest or 
render obvious, anvofthe elements of clai ms 2-12. 14. 16-26. 28-38. Applicant would like to 
refer to the arguments presented in the response filed on October 12, 2006, pages 28-30, section 
"Rejection under 35 U.S.C. § 1 03(a)". 

Conclusion 

Applicant respectfully requests that me Review Panel render a decision allowing the application. 

Respectfully submitted, 
UNISYS CORPORATE 

0 



Dated: April 1 1, 2007 By. 

Phuong^Quan Hoang 




Unisys Corporation 
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